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"The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

THE REPLY FILED 1 5 January 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
Therefore, further action by the applicant is required to avoid abandonnnent of this application. A proper reply to a

final rejection under 37 CFR 1 . 1 1 3 may only be either: (1 ) a timely filed amendment which places the application in

condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued
Examination (RCE) in compliance with 37 CFR 1.114.

PERIOD FOR REPLY [check either a) or b)]

a) [H The period for reply expires months from the mailing date of the final rejection.

b) [3 The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP
706.07(f).

Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension

fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. Thie appropriate extension

fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or

(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if

timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

1 A Notice of Appeal was filed on . . Appellant's Brief nnust be filed within the period set forth in

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal.

2.^ The proposed annendnnent(s) will not be entered because:

(a) K they raise new issues that would require further consideration and/or search (see NOTE below);

(b) they raise the issue of new matter (see Note below);

(c) ^ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the

issues for appeal; and/or

(d) they present additional claims without canceling a corresponding number of finally rejected claims.

NOTE: See Continuation Sheet .

3.n Applicant's reply has overcome the following rejection(s): .

4.n Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment
canceling the non-allowable claim(s).

5.^ The a)n affidavit, b)n exhibit, or c)S request for reconsideration has been considered but does NOT place the

application in condition for allowance because: see attachment.

6.n The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly

raised by the Examiner in the final rejection.

7.n For purposes of Appeal, the proposed amendment(s) a)n will not be entered or b)n will be entered and an
explanation of how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:

Glaim(s) allowed: .

Claim(s) objected to: .

Claim(s) rejected:

Claim(s) withdrawn from consideration: .

8.n The drawing correction filed on is a)n approved or b)n disapproved by the Examiner.

9.n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). .

10.n Other:
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Continuation of 2. NOTE: The proposed amendment raises 112, second paragraph issues, because it is not clear what is meant by the

limitation "to position" in "the VCSEL is adapted to position in..."

.
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Response to Arguments

1 . Applicant's arguments filed 1/15/04 have been fully considered but they are not

persuasive. Applicant made the following arguments:

a. Regarding the proposed amendment from "adapted to use" to -adapted to

position--, "... applicants submit that the claimed invention recites a function that

the claimed VCSEL operates in high speed communication link or in applications

of 1 .2 Gb/s and 2.5 Gb/s frequencies."

b. "The functional limitation defines claims by what it does rather than what it

is. Applicants can describe some parts of the claims in functional terms."

c. "Epworth reference however discloses an injection laser diode but not the

VCSEL."

d. "the Epworth reference does not disclose increasing of bias current to

stabilize modal gains of the VCSEL... the Epworth reference discloses in Fig. 5

that the coherence characteristics are more stabilized by decreasing the drive

current."

2. In response to applicant's argument a above, a recitation of the intended use of

the claimed invention must result in a structural difference between the claimed

invention and the prior art in order to patentably distinguish the claimed invention from

the prior art. If the prior art structure is capable of performing the intended use, then it

meets the claim. In a claim drawn to a process of making, the intended use must result

in a manipulative difference as compared to the prior art. See In re Casey, 152

USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963).
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3. In response to applicant's argument b above, it is noted that applicant claimed an

apparatus, and while features of an apparatus may be recited either structurally or

functionally, claims directed to an apparatus must be distinguished form the prior art in

terms of structure rather than function. Support for Examiner's position can be found

MPEP 21 14, which reads as follows:

Apparatus and Article Claims —
Functional Language [R-1

]

For a discussion of case law which provides guid -

ance in interpreting the functional portion of means-

plus-function limitations see MPEP § 2181 ~§ 2186..

APPARATUS CLAIMS MUST BE STRUCTU -

RALLY DISTINGUISHABLE FROM THE PRI -

OR ART
>While features of an apparatus may be recited

either structurally or functionally,claims<directed to

>an<apparatus must be distinguished from the prior

art in terms of structure rather than function.>/n re

Schreiber ,12S F.3d 1473,1477-78,44 USPQ2d 1429,

1431-32 (Fed.Cir.l997)(The absence of a disclosure

in a prior art reference relating to function did not

defeat the Board 's finding of anticipation of claimed

apparatus because the limitations at issue were found

to be inherent in the prior art reference);see also In re

Swinehart ,439 F.2d 210,212-13,169 USPQ 226,

228-29 (CCPA 1971);</« reDanly,26Z F.2d 844,

847,120 USPQ 528,531 (CCPA 1959)."[A Jpparatus

claims cover what a device is ,not what a device

does rHewlett-Packard Co .v.Bausch &Lomb Inc

909 F.2d 1464,1469,15 USPQ2d 1525,1528 (Fed.

Cir.l990)(emphasis in original).

4. In response to applicant's argument c above, the recitation that 'VCSEL" has

not been given patentable weight because it has been held that a preamble is denied

the effect of a limitation where the claim is drawn to a structure and the portion of the

claim following the preamble is a self-contained description of the structure not
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depending'for completeness upon the introductory clause. Kropa v, Robie, 88 USPQ

478 (CCPA1951).

5. In response to applicant's argument d above, it is disagreed that Epworth does

not disclose increasing of bias current to stabilize modal gains of the laser. It is noted

that Applicant claimed "stabilizing modal gains of multiple modes of the VCSEL by

increasing the current through the contact region". Noting further that Websters'

dictionary defines stabilize as "to make stable" and stable as "resisting sudden change

of condition", it was apparent to the Examiner that applicant's claimed laser should

resist change from its condition of multiple modes. By figure 5 showing that decreasing

the drive current improves coherence and by figure 6 showing that single mode occurs

with higher coherence and multimode occurs with lower coherence, Epworth teaches of

its laser that increasing of bias current maintains multiple modes. As such, Epworth's

teaching is consistent with applicant's claimed invention.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Quyen P. Leung whose telephone number is (571)272-

1943. The examiner can normally be reached on 9-5:30, M-F.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Paul Ip can be reached on (571)272-1941. The fax phone number for the

organization where this application or proceeding is assigned is 703-872-9306.
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InforTfiation feg of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

Quyen P. Leung
Primary Examiner
Art Unit 2828

QPL


